THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw

journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOSH H RO KOGA

Appeal No. 95-5053
Application 08/048, 188!

HEARD: May 5, 1999

Bef ore BARRETT, DI XON, and BARRY, Adm ni strative Patent
Judges.

BARRETT, Adnministrative Patent Judge.

25

1 Application for patent filed April 20, 1993, entitled

"Wrel ess Tel ephone Equi pnent Operating As A Cordl ess And
Cel | ul ar Tel ephone. "
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clains 1-9.
W reverse.

BACKGROUND

The di sclosed invention is directed to a wirel ess
t el ephone equi pnent operating as a cordl ess and cel | ul ar
t el ephone. The cordl ess frequency reception band and the
cellular frequency reception band are conbined into a conbi ned
cellular/cordless frequency band and a single denodul ati ng
circuit is used for denodul ating the received cordl ess or
cel lul ar signal

Claim1 is reproduced bel ow.

1. A wreless tel ephone equi pnent conpri sing:

signal generation nmeans for generating a first
i nformation signal of an outgoing call;

first transmtting neans for nodulating a first
carrier with the first information signal generated by
t he signal generation neans to produce a first nodul ated
signal, wherein a frequency of the first carrier is in a
first frequency band corresponding to a cellul ar
frequency band;

second transmtting nmeans for nodul ating a second
carrier with the first information signal generated by
t he signal generation nmeans to produce a second nodul at ed
signal, wherein a frequency of the second carrier is in a
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second frequency band corresponding to a cordl ess

frequency band that is different fromthe first frequency

band of the first carrier;

antenna neans for transmtting either the first

nmodul at ed signal produced in the first transmtting neans

or the second nodul ated signal produced in the second

transmtting nmeans and receiving a third nodul ated si gnal

in which a third carrier is nodulated with a second
i nformation signal of an incomng call, wherein a
frequency of the third carrier is in a third frequency
band corresponding to a conbined cellul ar/cordl ess
frequency band that is different fromboth the first
frequency band of the first carrier and the second
frequency band of the second carrier;

a single denodulating circuit for denodul ating the
third nodul ated signal received in the antenna neans to
reproduce the second information signal of the incom ng

cal | ;

out putting nmeans for outputting the second
i nformation signal reproduced in the denodul ating
circuit; and

control neans for controlling the operation of the
first transmtting neans, the second transmtting neans,

and the denodulating circuit.

The examner relies on the followng prior art
ref erences:

| mazeki et al. (Ilnmazeki) 4,618, 997 Cct ober 21,
1986

| chi kawa et al. (Ichi kawa) 4,776, 040 Cct ober 4,
1988

Glliget al. (Gllig) 4,989, 230 January 29,
1991

Nakani shi et al. (Nakanishi) 5,144, 258 Sept enber
1992
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(filed July 15,

1991)
| chi har a 5, 196, 806 March 23,

1993
(filed Cctober 21,

1991)
Rose et al. 5,297, 203 March 22,

1994
(effective filing date May 29,

1991)

Clainms 1-4 and 9 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over GIlig and Rose.

Claims 5 and 8 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over Gllig and Rose, further in view of
| mazeki .

Claim6 stands rejected under 35 U.S.C. 8 103 as being
unpatentable over Gllig, Rose, and |Imazeki, further in view
of either |chihara or Nakani shi

Claim 7 stands rejected under 35 U.S.C. § 103 as being
unpatentable over Gllig and Rose, further in view of |nazeki
and | chi kawa.

We refer to the Final Rejection (Paper No. 10) and the
Exam ner's Answer (Paper No. 14) (pages referred to as "EA ")

for a statenent of the exam ner's position and to the Appeal
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Brief (Paper No. 13) (pages referred to as "Br__") for a
statenment of appellant's argunments thereagainst.
OPI NI ON

Appel l ant states that the clains do not stand or fal
together (Br6). However, appellant does not separately argue
the patentability of the dependent clains as required for
clainms to be treated as not standing or falling together. See
37 CFR 8 1.192(c)(5) (1994) ("[I]t will be presuned that the
rejected clainms stand or fall together unless a statenent is
i ncluded that the rejected clains do not stand or fal
together, and in the appropriate part or parts of the argunent
under subparagraph (c)(6) of this section appellant presents
reasons as to why appellant considers the rejected clains to
be separately patentable" (enphasis added)). The clains wll
be presuned to stand or fall together with representative
i ndependent claim 1.

Gllig teaches a cordl ess/cellular tel ephone
corresponding to the prior art discussed in the specification
at Section 2.1. Gllig discloses that "[i]n the US A, the
cordl ess radi o channels are in the frequency band from 46-49

mHz and the cellular radio channels are in the frequency band
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from 824-894 nmHz" (col. 2, lines 48-51). The admtted prior
art of appellant's figure 3 shows that the cellul ar handset
transmts in the frequency band of 824-849 MHz and receives in
the frequency band of 869-894 MHz.

Rose teaches that conventional prior art cordless
t el ephones used a radio frequency band usually in the 46 and
49 MHz bands and used Narrow Band Frequency Modul ati on ( NBFM
(col. 1, lines 27-35), but that revised FCC regul ati ons
aut hori zed cordl ess radi o channels in the frequency band of
902-928 MHz (col. 2, lines 55-61). Rose teaches a cordl ess
t el ephone where the handset and the base unit comrunicate
usi ng frequency shift keying (FSK) in the 902-928 MHz band
where, for exanple, the base unit operates in the frequency
band of 905.6-907.5 MHz and the handset operates in the
frequency band of 925.5-927.4 MHz (col. 4, |ines 50-54).
Thus, the handset in Rose transmts in the frequency band of
925.5-927.4 MHz and receives in the frequency band of
905. 6-907.5 M.

The exam ner concludes that it woul d have been obvious to
one of ordinary skill in the art to nodify the

cordl ess/cellul ar tel ephone of GIlig to use the 900 MHz band
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i nstead of the 45 MHz band for the performance advant ages of,
for exanple, shorter antenna wavel ength (EA5). Appell ant does
not contest this conclusion and we agree that this

nmodi ficati on woul d have been suggested to one of ordinary
skill in the art by Rose.

The limtations at issue are: (1) "receiving a third
nodul ated signal in which a third carrier is nodulated with a
second information signal of an incomng call, wherein a
frequency of the third carrier is in a third frequency band
corresponding to a conbi ned cellul ar/cordl ess frequency band
that is different fromboth the first frequency band of the
first carrier and the second frequency band of the second
carrier"; and (2) "a single denodulating circuit for
denodul ating the third nodul ated signal received in the
antenna neans to reproduce the second information signal of
the incomng call."

The exam ner's position is (EA6):

Therefore, given the close [frequency] transm ssion
ranges between which the cordl ess tel ephone and cel | ul ar

t el ephone base stations transmt, it would have been

obvious to one of ordinary skill in the art, at the tine

of invention, to have provided a comopn passband
filter/receiving neans, thus receiving both frequency
ranges transmtted by either type of base station. The

nmotivation for inplenmenting a common passband
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filter/receiver means woul d have been to reduce redundant

operation by two different passband/receiver neans whose

passband operation is within close proximty to each

ot her, and hence reduci ng the nunber of conponents, cost,

etc.

Appel  ant argues that the prior art does not suggest
provi ding a single denodul ating circuit for both cordl ess
t el ephone and cel |l ul ar tel ephone frequency ranges (Br7) and
"[1]ndeed, the prior art exclusively uses separate
denodul ating circuits for cellular and cordl ess frequency
bands” (Br8). Appellant further argues that "[n]erely the
i nherent proximty of the bands does not suggest to the
artisan use of a common denodul ating circuit” (Br7).

Appel lant still further argues that the exam ner's notivation,
"to reduce redundant operation,” is msplaced and not
supported by the art of record (Br8).

Wil e the exam ner has set forth a plausible explanation
why one of ordinary skill in the art would have sought to
provi de a single denodulating circuit for denodul ating
received signals in a conbi ned frequency band incl uding both

cellular and cordl ess received signals, the exam ner has

presented no factual evidence of notivation that we can rely
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on. Consequently, the exam ner has failed to establish a

prima facie case of obvi ousness.

As recently stated by our review ng court, the Court of

Appeal s for the Federal Circuit in In re Denbiczak,

No. 98-1498 (Fed. Gr. April 28, 1999) (slip op. at 10): "Qur
case | aw makes clear that the best defense against the subtle
but powerful attraction of hindsight-based obvi ousness
analysis is rigorous application of the requirenent for a
showi ng of the teaching or notivation to conbine prior art
references.” A suggestion to conbine or nodify "nay cone
expressly fromthe references thenselves. It may cone from
knowl edge of those skilled in the art that certain references,
or disclosures in the references, are known to be of special
interest or inportance in the particular field. It may al so
come fromthe nature of a problemto be solved, |eading
inventors to look to references relating to possible solutions

to that problem™ (Ctations omtted.) Pro-Mld and Tool Co.

V. Great Lakes Plastics Inc., 75 F.3d 1568, 1573,

37 USPQ2d 1626, 1630 (Fed. Cir. 1996). O these three sources
of notivation (the nature of the problemto be sol ved,

teachings of the prior art, and the know edge of persons of
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ordinary skill in the art), the exam ner relies on the
know edge of persons of ordinary skill in the art because
neither GIllig nor Rose discloses the contested Iimtations of

conbi ning two adj acent frequency bands into a single band or
using a single denodulating circuit. However, the know edge
attributed to one of ordinary skill in the art nust be
supported by evidence, not just plausible explanations of why
sonet hi ng m ght have been done or statenents that it was

within the level of skill inthe art. Cf. In re Rouffet,

149 F. 3d 1350, 1358, 47 USPQ2d 1453, 1459 (Fed. Cr. 1998)
("Because the Board did not explain the specific understanding
or principle within the know edge of a skilled artisan that
woul d notivate one with no know edge of Rouffet's invention to
make the conbination, this court infers that the exam ner

sel ected these references with the assistance of hindsight.").
Here, the exam ner got to the point of proving that it would
have been obvious for the received frequency bands of cordless
and cellul ar tel ephones to be adjacent and then, at the very
[imtations which constitute appellant's invention, used

hi ndsi ght rational e based on appellant's disclosure to supply

the notivation to use a comon frequency band and a single
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denodul ating circuit. The exam ner could have, but did not
show exanpl es of conbi ning frequency bands that are adjacent,
but separated from each other, and/or a single denodul ation
circuit for diverse conmmunication schenes in other pieces of
equi pnent, which woul d have objectively denonstrated the
knowl edge of a person of ordinary skill. W note also that

t he exam ner has not shown that cellular tel ephones and

900 MHz cordl ess tel ephones use the sane

nodul ati on/ denodul ati on schenme, which would permt a single

denodul ation circuit.?

2 It is noted that appellant describes different
nodul ati on schenmes for cellular and cordless transmssion. It
is stated that "[t]he nodul ation of the carrier in PLL
frequency synthesizer 61 [in the cellular transmtter 52] is
performed according to a frequency shift keying"
(specification, page 26, lines 17-19) and "[t] he nodul ati on of
the carrier in the PLL frequency synthesizer 67 [in the
cordless transmtter 53] is perforned according to a pul se
nmodul ati on" (specification, page 27, lines 11-12). This
inplies a frequency shift keying denodul ati on schene for
receiving cellular transm ssions and a pul se nodul ati on
denodul ati on schenme for receiving cordl ess transm ssi ons,
which is seem ngly inconsistent with providing a single
denodul ation circuit. The specification does not describe the
denodul ati on schene. W believe appellant should explain for
the record how a single denodulation circuit is used for two
di fferent nodul ati on schenes.
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For the reasons stated above, the exam ner has failed to

establish a prima facie case of obviousness over Gllig and

Rose. The patents to Imazeki, I|chi kawa, Nakanishi, and
| chi hara do not cure the deficiencies as to the rejection of

claiml1l. The rejection of clainms 1-9 is reversed.

REVERSED
LEE E. BARRETT )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH L. DI XON ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LANCE LEONARD BARRY )
Adm ni strative Patent Judge )
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